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Before the Filing of an Appeal Brief 


Application No. 

09/846,758 


Applicant(s) 
LIU ET AL 


Examiner 

Marjorie A. Moran 


Art Unit 

1631 





-The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
THE REPLY FILED 07 February 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
1 . □ The reply was filed after a final rejection, but prior to filing a Notice of Appeal. To avoid abandonment of this application, 
applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which places the 
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a 
Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

The period for reply expires months from the mailing date of the final rejection. 



□ 



The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 
event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. EJ The reply was filed after the date of filing a Notice of Appeal, but prior to the date of filing an appeal brief. The Notice of Appeal 
was filed on 07 February 2005 . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of filing the 
Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since a 
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 



3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
* (a)D They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) D They raise the issue of new matter (see NOTE below); 

(c) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) Q They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 4133(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) E3 will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: 



7. 



Claim(s) rejected: 1-11 and 15-25 . 
Claim(s) withdrawn from consideration: 12-14 , 
AFFIDAVIT OR OTHER EVIDENCE 

8, □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.1 16(e). 

'9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 
entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 

REQUEST FOR RECONSIDERATION/OTHER 

11. M The request for reconsideration has been considered but does NOT place the application in condition for allowance 
because: 



12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: ^€L^H^ 
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Marjorie A. Moran 
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Art Unit: 1631 _ . x 
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Continuation Sheet (PTOL-303) 
PTOL-303 (Rev. 9-04) Advisory Action Before the Filing of an Appeal Brief 



Application No. 

Part of Paper No. 20050302 



Continuation of box 11, above: the prior art of NEFF et al. (US 6,534,313) teaches an insertional mutagen capable of both gain- and 
loss-of-function mutations (col. 16, lines 2-28), wherein either mutation is dominant. As NEFF was applied, in various combinations, in 
rejections undfer 35 USC 103 against all of claims 1-11 and 15-25 in the final office action of 8/6/04, the examiner maintains that the prior 
art of record teaches all of the claimed limitations, and the amended claims remain rejected. In response to the rejection that JOHNSON 
"teaches away" from BRIGGS, it is noted that JOHNSON teaches that his genetic marker is inherited in a dominant manner (col. 8, lines 
19-23), NOT that his marker is either gain- or loss-of-function. BRIGGS teaches in the background of his invention that insertional 
mutagenesis for causing gain-of-function was known (col. 2, lines 38-44). As NEFF teaches that either a gain-of-function or a loss-of- 
function mutation caused by insertional mutagenesis may be a dominant mutation, the examiner maintains that one skilled in the art 
would reasonably have expected success in combining the teachings of BRIGGS with JOHNSON, therefore applicant's arguments are 
not persuasive 
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PE tpANSMITTAL 
^\FORM 

^^foti p be > us^g^/all correspondence after initial filing) 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



09/846,758 



May 1, 2001 



Alex Liu 



f Pages in This Submission 



Attorney Docket Number 



EP01-001C 



ENCLOSURES (check all that apply) 



0 Fee Transmittal Form 
I I Fee Attached 

Amendment / Reply 

After Final 

O Affidavits/declaration(s) 
^ Extension of Time Request 

n Express Abandonment Request 

d Information Disclosure Statement 

Certified Copy of Priority 
Document(s) 

[I] Reply to Missing Parts/ 
Incomplete Application 
n Reply to Missing Parts 
under 37 CFR1.52 or 1.53 



[~] Drawing(s) 

n Licensing-related Papers 

n Petition 

I I Petition to Convert to a 
Provisional Application 

I I Power of Attorney, Revocation 

Change of Correspondence Address * 

[~l Terminal Disclaimer 

fl Request for Refund 

□ CD, Number of CD(s) 



□ Landscape Table on CD 



fl After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 
I I Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief; 

I I Proprietary Information 
O Status Letter ' 

fl Other Enclosure(s) 
(please identify below): 

RlAuy*\ rCCiAfdt ^iccnjl 



Remarks 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 



Exelixis, Inc. 



Signature 



Qln^ C7v ^ 



Printed Name 



Terri L Sale 



Date 



February 7, 2005 



Reg.. 
No. 



45,066 



1 hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal 
Service with sufficient postage as Express Mail Label No. ED71 1661202US in an envelope addressed to: Commissioner for 
Patents, P.O. Box 1450, Alexandra, VA 22313-1450 on the^date ^iown below. 


Signature 


VI 




^ Typed or printed name L 


^Lua 


juanaWeGrande U J 


Date 


February 7, 2005 J 



This collection of information is required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C! 122 and 37 CFR 1.11 and 1.14. This collection is estimated to 12 minutes to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individuai case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office. U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS- 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1 -8Q0-PTO9199 and select option 2. 
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Under the Paperwork Reduction Act of 1 995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



i 



TRANSMITTAL 
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(to be used for all correspondence after initial filing) 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



09/846,758 



May 1,2001 



Alex Liu 



1631 



Marjorie A. Moran 



Total Number of Pages in This Submission 



28 



Attorney Docket Number 



EP01-001C 



^ Fee Transmittal Form 


I I Drawing(s) 


□ After Allowance Communication to TC 


n Fee Attached 


n Licensing-related Papers 


f~1 Appeal Communication to Board 
of Appeals and Interferences 


^ Amendment / Reply 


[~1 Petition 


l~] Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief; 


IAI After Final 


l~l Petition to Convert to a 
Provisional Application 


1 1 Prnnriotflrv InformAtinn 


O Affidavits/declaration(s) 


1 1 Power of Attorney, Revocation 
Change of Correspondence Address 


n Status Letter 


^ Extension of Time Request 


l"~l Terminal Disclaimer 


Other Enclosure(s) 

(please identify below): 


|~| Express Abandonment Request 


1 1 Request for Refund 
□ CD, Number of CD(s) 


Request for RCE 
Submission with amendment 
Copy of advisory action 


n Information Disclosure Statement 


□ Landscape Table on CD 


Return Receipt Postcard 


n Certified Copy of Priority 
Document(s) 


[ Remarks] 




C] Reply to Missing Parts/ 






Incomplete Application 






n Reply to Missing Parts 






under 37CFR1.52 or1.53 







SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 



Exelixis, Inc. 



Signature 



Printed Name 



Terri L. Sale 



Date 



September 6, 2005 



Reg. 
No. 



45,066 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal 
Service with sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 2231 3-1 450 on the date shown below. 



Signature 



\^ Typed or printed name 



Terri L Sale 



Date 



September 6, 2005 



This collection of information is required by 37 CFR 1 .5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to 12 minutes to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1 -800-PTO-9199 and select option 2. 
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* FEE TRANSMITTAL 
for FY 2005 

Effective 10/01/2004. Patent fees are subject to annual revision. 



□ Applicant claims small entity status. See 37 CFR 1 .27 



\J0TAL amount of payment 



($) 2870 
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Account 
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Deposit 
Account 
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The Director is authorized to: (check all that apply) 
S Charge fee(s) indicated below 0 Credit any overpayments 
H Charge any additional fee(s) or any underpayment of fee(s) 
□ Charge fee(s) indicated below, except for the filing fee 



FEE CALCULATION 


1. 


BASIC 


FILING FEE 






Larqe Entity 


Small Entity 






Fee 
Code 


Fee 
(«) 


Fee 
Code 


Fee 
($) 


Fee Description 


Fee Paid 


1001 


790 


2001 


395 


Utility filing fee 






1002 


350 


2002 


175 


Design filing fee 






1003 


550 


2003 


275 


Plant filing fee 






1004 


790 


2004 


395 


Reissue filing fee 






1005 


160 


2005 


80 


Provisional filling fee 



















SUBTOTAL (1) 



t$)0 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fee from 
Extra Claims below 
X 



Fee Paid 



Total Claims 

Independent 
Clams 

Multiple 
Dependent 



-20* 
-3 " 



= 0 



Larae Entitv 


Small Entitv 


Fee 


Fee 


Fee Fee 


Code 


<$) 


Code ($) 


1202 


18 


2202 9 


1201 


88 


2201 44 


1203 


300 


2203 150 


1204 


88 


2204 44 


1205 


18 


2205 9 



Fee Description 

Claims in excess of 20 
Independent claims in excess of 3 
Multiple dependent claim, if not paid 
** Reissue independent claims over 
original patent 

** Reissue claims in excess of 20 and 
over original patent 



SUBTOTAL (2) 



($)0 



**or number previously paid, if greater, For Reissues, see above 



FEE CALCULATION (continued) 



3. ADDITIONAL FEES 



Large Entity 



Fee Fee 
Code ($) 
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1252 
1253 
1254 
1255 
1401 
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1806 

8021 
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1802 



50 
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2,520 
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50 
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40 
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Fee 
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1812 
1804 



Fee 
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130 

2,520 
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2251 
2252 
2253 
2254 
2255 
2401 
2402 
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55 
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130 

50 
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40 

395 
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2801 
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Fee Description 
Surcharge - late filing fee or oath 

Surcharge - late provisional filing fee or cover 
sheet. 

N on- English specification 

For filing a request for ex parte reexamination 

Requesting publication of SIR prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 

Extension for reply within first month 
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Notice of Appeal 
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Petitions to the Commissioner 
Processing fee under 37 CFR 1.17 (q) 
Submission of Information Disclosure Stmt 

Recording each patent assignment per 
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Filing a submission after final rejection 
(37 CFR § 1.129(a)) 
For each additional invention to be 
examined (37 CFR § 1 .129(b)) 

Request for Continued Examination (RCE) 

Request for expedited examination 
of a design application 



Fee Paid 



Other fee (specify) 

'Reduced by Basic Filing Fee Paid 



2080 
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SUBMITTED BY 
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Signature 



Terri L.Sal e 



Registration No. (Attorney/Agent) 



45,066 



Complete (if applicable) 
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Date 



650 837-7460 



September 6, 2005 



WARNING: Information on this form may become public. Credit card information should not be 
included on this form. Provide credit card information and authorization on PTO-2038. 

This collection of information is required by 37 CFR 1.17 and 1.27. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an 
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and submitting the 
completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions 
for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent end Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. 
DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing this form, call U800-PTO-9199 (1-800-786-9199) and select option 2. 
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